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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
nnailing date of this communication. 

• If the period for repty specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)n Responsive to communication(s) filed on 



2a) □ This action is FINAL. 2b) ^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4) K Claim(s) 7-70 is/are pending in the application. 



4a) Of the above, claim(s) 
5)0 Claim(s) 



6)K Clalm(s) 7-70 

?)□ Claim(s) 

8) □ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9) □ The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are a) □ accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 
1 The proposed drawing correction filed on is: a)D approved b)^ disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 
1 2)0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

"~13)Q~ Acknowledgement is made of a~claim for foreign priority under 35 U.S.C.~§ TT9(a)-(d)~or (f). ^ ^ ~ " 
a)n All b)0 Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received In Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)n The translation of the foreign language provisional application has been received. 

15) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121, 

Attach ment(s) 

1 1 ^ Notice of References Cited (PT0.892) 4) □ Interview Sunrvnarv (PTO-413) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PT 0-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) ^ Information Disclosure Statementts) (PTO-1449) Paper No(s). 6) Q Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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1. Claims 1-10 are pending in this application which should be reviewed for errors. 

2. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1,56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

3. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Van Acker et 
al., WO 98/42652, taken with Young et al., WO 98/25876. Van Acker et al. disclose the 
simultaneous co-production of ethyl acetate and n-butyl acetate by reacting a mixture of ethanol 
and n-butanol with acetic acid in the liquid phase using an acidic catalyst. The process may use 
impure reactants and involves removal of a fraction of unwanted carbonyl compounds, (s. page 3, 
top). The instant invention differs from the teaching of Van Acker et al. in that a mixture of 
ethanol and i-propanol is used to make a mixture of ethyl acetate and i-propyl acetate and in that 
use of a purified mixture from Fischer Tropsch is not taught. Young et al. is relied on to disclose 
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mixtures derived from Fischer Tropsch processes including mixtures of ethanol and isopropanol 
and further discloses that purification of alcohols is known although uneconomic (s. p. 5, middle 
paragraph). It would have been prima facie obvious at the time the invention was made to one of 
ordinary skill in the art to start with the teaching of the cited references, to make applicants' 
processes, and to expect to produce ethyl acetate and n-butyl acetate. The use of a fraction 
containing ethanol and I-propanol is analogous to the process of Van Acker. The use of different, 
but analogous reactants in an old process does not render the new process unobvious. In re 
Durden 226 U.S.P.Q. 359. To further purify the reactants would be an obvious choice of design, 
because purified reactants lead to fewer unwanted by-products. Applicants' ratios of reactants 
and other reaction conditions could be optimized empirically depending on the raw reactants 
available and the desired mixture to be produced. 

4. No claim is allowed. Berg et al, US 4,826,576, is cited as state of the art only. 

5. Any inquiry concerning this communication should be directed to Peter O' Sullivan at 
telephone number (703) 308-4526. 
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